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- The MAIUNG DATE of this cQmmun!c9tion appears on tfio covar sh99t tiflth tha comspont^nce acfcfrsss - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION, 

- Extenaonsoftim0n«ybeavaild5leui^er(heprovi8ioA8of37CFRi.i36(a^ In no event however, may a repty be tfimty filed 
after SIX (6) MONTHS from the maffing date of this oonvnunlcation. 

• H NO peiiod for reply b specified above, the maxonum statutoiy period wia apply and wiS expire SIX <6) MONTHS firom the fnatEng date of this oonvnunication. 

- Faaure to repfy within the set or extended perk)d for reply wlB. by stataite. cause the application to become ABANDONED (35 U.S.C. § 133). 
Any f^iy received by the Office later than three months after the mailtng date of this oonvminlcattorv even if timely fitea may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 }^ Responsive to communication{s) filed on 20 December 2005. 
2a)iSI This action is FINAL. 2b)D This action is non-flnaL 

3) 0 Since this application is in condition for allowance except for fbmnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 49-53 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 4g^ Is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requiremmt 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawtng(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacetnent drawing sheet(s) including the correction is required If the drawing(s) Is objected to. See 37 CFR 1 .121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO*152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)DAII b)D Some *c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
appltcation from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachm8nt(s) 

1} □ Notice of References ated (PT0^92) 

2) Q Notice of Oraltsperson*8 Patent Drawing Review (PTO-948) 

3) El Informalion Disclosure Statefnent(s) (PTO-1449 or PTOyse/08) 

Paper No($)/Mall Date i^ZOSS- 



4) D Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of tnfbfmal Patent Application (PTO>1S2) 
fiinothef! 



U.S. Petsm end Tradsmeilt OtSoT 
PTOL-326 (Rev. 7-05) 
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RESPONSE TO APPLICANT'S AMENDMENT 

1 . Applicant's amendment, filed 12/20/OS, is acknowledged. 

2. Claims 49-53 are pending and under examination in the instant application. 

3. Applicant's IDS filed 12/20/05 is acknowledged. 

4. In view of the amendment filed on 12/20/05, only the following rejections are remained. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms Ae basis for all obviousness 
rejections set forth in this Office action: 

(aj A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of 
this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. l03(aX the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 
and invention dates of each claim that was not commonly owned at die time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C, 102(0 or (g) prior ait under 35 U.S.C, 103(a). 

6. Claims 49-53 stand rejected under 35 U.S.C. 103(a) as being unpatentable over Naik et al 
(1995), as is evidenced by Sobocka et al, in view of Alberts et al (1989) for the same reasons set 
forth in the previous Office Action mailed 9^7/05. 

Applicant's arguments, filed 12/20/05, have been fully considered, but have not been found 
convincing. 

Applicant vigorously traversed the rejection in view of In re Bell, 991 F.2d 781 , 26 USPQ2d 
1529, holding that the established relationship between a nucleic acid and the protein it encodes 
does not render a gene prima facie obvious over its corresponding protein in the same way 
closely related structures in chemistry may create a prima facie case because there are a vast 
number of nucleotide sequences that might encode for a specific protein as a result of degeneracy 
in tiie genetic code. Similarly, In re Deuel. 51 F.3d 1552 (fed. Cir. 1995) held that a "prior art 
disclosure of the amino acid sequence of a protein does not necessarily render particular DNA 
molecules encoding the protein obvious because the redundancy of the genetic code permits one 
to hypothesize an enormous number of DNA sequences coding for the protein". Applicant 
argues that the existence of a general method of gene cloning in the prior art is not sufficient, 
without more, to render obvious a particular cDNA molecule. Applicant submits that in view 
of the well established case law, the prior disclosure of a partially purified protein and some 
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short internal stretches of amino acid sequences widiin that protein does render obvious the 
nucleic acid molecules claimed in the present application. 

However, applicant claims are not directed to a particular DNA sequence molecule encoding the 
protein, but rather any DNA sequence that encoding the polypeptide of SEQ ID NO: 1 with or 
without the signal sequence. Further, any resultant nucleic acid would produce the polypeptide 
of SEQ ID NO: L Therefore, the prior art reads on Applicant's claimed invention. 

7. No claim is allowed* 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed imtil after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated firom the mailing date of the advisory actioiL In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fix>m the mailing 
date of this final action. 



9. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Maher Haddad whose telephone number is (571) 272*0845. The examiner 
can normally be reached Monday through Friday from 7:30 am to 4:00 pm. A message may be 
left on the examiner's voice mail service. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Christina Chan can be reached on (571) 272-0841. The 
fax number for the organization ^^ere this application or proceeding is assigned is 57 1-273- 



Information regarding the status of an application may be obtained fipom &e Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained fipom either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



8300. 



Maher Haddad, Ph.D. 
Patent Examiner 
March 1,2006 
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